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Sirs: 

I, Atsushi Okita, hereby declare as follows: 

I am a citizen of Japan and over 21 years of age. I am a graduate of Tokyo Institute of 
Technology, located on 4529 Nagatsuda, Midori-ku, Yokohama, Kanagawa, Japan and received 
a degree in Catalyst Chemistry from the Department of Environmental Chemistry and 
Engineering, I have been employed by JGC Corporation since April 01, 2005 and I have been 
conducting research in the field of olefin catalysts for five (5) years. I have reviewed the Office 
Action mailed January 13, 2010 and the references cited therein. It is my understanding that the 
Examiner has rejected the claims of the application based on his belief that combining the 
teachings of Japanese Laid-Open Patent Application No. 61-58812 with US Patent No. 
4,544,793 to Okado 

I have conducted experiments which demonstrate that the features of the present 
invention differ significantly from the features obtainable by the techniques disclosed by the 
Japanese Laid-Open Patent Application No, 61=58812 patent in combination with and US 
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4,544,793 to Okado. In fact, these experiments demonstrate that the catalyst of the present 
invention cannot be produced from the combination of Japanese Laid-Open Patent Application 
No. 61-58812 0812 patent) and US 4,544,793 to Okado. 

Attached is Experimentation Report 1 (Exhibit 1) which documents the experiments and 
shows that the catalyst according to the present invention has a particle size which is smaller than 
that of the catalyst that results from any obvious combination of the '812 patent and Okado 
references. 

In the January 13, 2010 Office Action, the Examiner stated that it is well known in the art 
of zeolite synthesis to employ seed crystals to produce final compositions having crystals of 
consistent and desired particle size. The Examiner cites the '812 patent as teaching that ZSM-5 
seed crystals are known to be used during the synthesis of zeolite materials. Furthermore, the 
Examiner considers that arrival at the optimum or desired ranges to be merely a matter of routine 
experimentation due to the fact that the compositions of the prior art and the instant claims are 
similar. 

Experimentation Report 1 page 1 3 HIT 2-4, clearly shows the results of the process as 
described in the pending claims. The zeolite used was commercially available product, and of 
which average particle size was 0,5[im . There is a distribution among the crystal sizes, and the 
crystals do not have the same size. The end product of the process as described in the pending 
claims of the present invention have has an average particle size of 1.5jim Experiment 1, 
particularly at, II 2 and Fig 2 clearly show that the process as described by the present invention 
yields a MFI structure zeolite having an average particle size of 1.5^m. 

In the same January 13, 2010 Office Action, the Examiner judged that the present 
invention is obvious from the combination of US4,544,793 (Okado) and JP 61-058812 under 
section 103(a). So, we performed an experiment for demonstrating that the advantageous effect 
of the present invention (i.e. that the average particle size of catalyst is small) which cannot be 
obtained from an obvious combination of Japanese Patent Reference No. JP59-97523 and 
Japanese Patent Reference JP61-058812. Japanese Patent Reference No. JP59-97523, which is 
the Japanese counterpart of US 4,544,793, discloses a process for preparing catalyst. Japanese 
Patent Reference No, JP59-97523 discloses a seed crystal, 
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Experimentation Report 1, pg 2, details a zeolite catalyst produced by a process 
combining the fe 812 patent and Okado references. The average particle size of the seed crystal A 
was 0.5(im. It is impossible to control the size of zeolite to be synthesized by optimizing the size 
of seed crystal because of the seed crystal is decomposed once in hydrothermal synthesis of 
zeolite occurs and once zeolite is synthesized. This is due to the fact that the conditions of 
hydrothermal synthesis affect the size of zeolite to be synthesized, etc. 

As shown at pg 2 5 Iflf 4-7, the catalyst particles that result from a combination of the '812 
and Okado references have an average particle size of 5.0/nn. Fig 3 clearly shows that the 
particles produced by a combination of the prior art are significantly larger than those produced 
by the instant claims, 

Pending claim 3 of the present application recites a catalyst particle having an average 
diameter of 0,05 - 2.00//m, The size of a catalyst particle is directly related to its durability and 
usefulness. Smaller diameter particles are more effective. It is clear from Exhibit 1 that the cited 
prior art, in obvious combination, as disclosed by the Examiner, fails to teach a catalyst particle 
diameter having this range. Therefore, it is clear from Exhibit 1 that the prior art combination 
produces a product that is inferior to that disclosed in claim 3. 

A person skilled in the art could not employ mere "routine experimentation 55 and hope to 
achieve the range described in amended claim 3. Specifically, in order to achieve the range as 
described in claim 3, there would be need to be a directed effort to obtain this range. Exhibit 1 
clearly shows that combining the prior art references results in an average particle diameter that 
is 10 times that which is found in the amended claim 3. Without foreknowledge of the effective 
range resulting from the instant claims, Le, the specific combination of seed crystal properties 
and process; any prior art combination must be judged on the actual outcome of a combination. 
Here, the prior art combination produces a product so outside the claimed range that mere 
experimentation would fail to close the gap. 
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Exhibit 1 demonstrates that the process as described in claim 3 of the instant application 
produces a product having characteristics that are not obvious in light of the combined prior art. 

I further declare that all statements made herein of my own knowledge are true, and that 
all statements made on information and belief are believed to be true; and further that these 
statements are made with knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment or both, under § 1001 of Title 18 of the United States Code, 
and that such willful false statements may jeopardize the validity of the instant application or any 
patent issued thereupon. 





Date 



Atsushi Okita 
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